
It is clear that, all rebranding processes developed by the marketing departments have the unique
intention of increasing the value of the business, however, if the legal aspects are not considered
properly, the results may not be as expected.

It should be highlighted that to ensure the maintenance of the protection obtained from a trademark
registration, Costa Rican regulations establish that a trademark must be used in commerce, at least
five years after its date of registration, exactly as it has been registered. Otherwise, the trademark could
be subject to a cancellation action and the rights obtained its registration would be lost. Although, in
principle, the Costa Rican regulations seem somewhat reluctant to change, it grants a certain degree of
flexibility by establishing the possibility of using the trademark in a different way than the one in which
it is registered, without this affecting its protection, if these variations refer only to details or non-
essential elements of the trademark that do not alter its identity. 

In an ideal world, in which all kinds of risks may be avoided, it would be advisable to register a new
trademark for every modification, despite how insignificant it may seem; however, the reality is that the
costs involved in registering a brand are high. 

REBRANDING: LEGAL
CONSIDERATIONS TO AVOID

HARMING YOUR TRADEMARK´S
RIGHTS

ver time, almost naturally, due to social changes that arise and become in new market trends,
changes in consumer tastes and needs, or even due to the evolution of a business, it is
necessary for companies to adapt the elements through which they connect and
communicate with their consumers.
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It is considered an unacceptable substantial modification the change of a black and white sign
to a sign with colors; and 
It is considered an unacceptable substantial modification to add figurative elements to a word
sign.

Eliminating the term “Chile” from a mixed mark composed of two other words and a shield
design, does not constitute an essential change.
Changing the word element of a mixed trademark from GARABITO to INSURGENTE constitutes
an essential change in the sign.

Considering that an evolution of a trademark can range from a change in the font, colors, size, to the
addition, removal, or position variation of an element, either a word or a design, the key question
here is: when is there a modification of non-essential elements? Unfortunately, not only do we not
have a foolproof method for differentiating cases of variations that exclude trademark protection
from those that do, but we are also faced with a paucity of general rules. Only the Harmonized
Manual on Brand Criteria Matters contains provisions referring to unacceptable trademark
variations, stating that:

In this context, it is necessary to complement the above rules with the criteria issued by the
competent authorities on trademark issues. The following are recent examples of criteria that have
been issued by the Trademark Office and the Board of Appeal:

Of course, these guides by themselves are not beneficial, but rather they require an appropriate use
of trademark holders as tools to mitigate risks. For these purposes, it is necessary for the
trademark holders to establish the practice of re-evaluating the scope of protection of their
trademarks each time modifications are implemented. Likewise, it is convenient to carry out
periodic audits to verify if the trademarks are being used in accordance with their registration, and in
the case of trademarks that are going to be licensed, a Trademark Use Manual should be included
to ensure the appropriate use by the licensee. Finally, as a preventive strategy, it is recommended
that the first application for a trademark is a word mark.
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